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(I)

QUESTION PRESENTED

The University and Small Business Patent Proce-
dures Act of 1980, 35 U.S.C. 200 et seq., commonly
known as the Bayh-Dole Act, establishes a framework
for determining ownership interests in federally funded
inventions.  Under the Act, college and university, non-
profit, and small business federal contractors may “elect
to retain title” to any invention conceived or reduced to
practice in their performance of federally funded re-
search.  35 U.S.C. 202(a).  “If [the] contractor does not
elect to retain title” to such an invention, the federal
government may grant the inventor rights in the inven-
tion.  35 U.S.C. 202(d).  The question presented is as
follows:

Whether an inventor who is employed by a contrac-
tor that elects to retain rights in an invention may defeat
the contractor’s right to retain title under the Bayh-Dole
Act by contractually assigning his putative rights in the
invention to a third party.  
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In the Supreme Court of the United States

No. 09-1159

BOARD OF TRUSTEES OF THE LELAND STANFORD 
JUNIOR UNIVERSITY, PETITIONER

v.

ROCHE MOLECULAR SYSTEMS, INC., ET AL.

ON WRIT OF CERTIORARI
TO THE UNITED STATES COURT OF APPEALS

FOR THE FEDERAL CIRCUIT

BRIEF FOR THE UNITED STATES AS AMICUS CURIAE
SUPPORTING PETITIONER

INTEREST OF THE UNITED STATES

This case concerns the disposition of rights in feder-
ally funded inventions under the University and Small
Business Patent Procedures Act of 1980, 35 U.S.C. 200
et seq., commonly known as the Bayh-Dole Act.  The
United States spends billions of dollars per year on sci-
ence and technology research at colleges and universi-
ties, other nonprofit organizations, and small businesses,
and it therefore has a substantial interest in the resolu-
tion of this case.  At the invitation of the Court, the
United States filed a brief as amicus curiae at the peti-
tion stage of this case. 
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STATEMENT

1. The United States has long supported scientific
and technological research by providing monetary
grants to colleges and universities, other nonprofit orga-
nizations, and small businesses.  Since 1980, the owner-
ship of inventions resulting from that research has been
governed by the University and Small Business Patent
Procedures Act of 1980, 35 U.S.C. 200 et seq., commonly
known as the Bayh-Dole Act.  

The Act establishes a comprehensive framework for
the disposition of rights in federally funded inventions,
specifically defining the rights of the research institu-
tions, individual researchers, and the United States.
Because the balance of interests set out in the Act is
best understood in light of the history of ownership of
federally funded inventions, this brief first sets out that
history and then describes the provisions of the Act at
issue here. 

2. Before 1980, no uniform source of law governed
ownership of inventions that resulted from federally
funded research.  Instead, a “melange of 26 different
agency policies” determined who would own such inven-
tions.  H.R. Rep. No. 1307, 96th Cong., 2d Sess. Pt. 1, at
3 (1980) (House Report).  Over time, two main ap-
proaches emerged:  a “title” approach, under which title
to a federally funded invention vested in the federal gov-
ernment by statute; and a “license” approach, under
which the government allowed the recipient of federal
funds to retain primary ownership rights in an inven-
tion, on the condition that it grant the government a
license to use the invention. 

For some federal agencies, statutes provided that
title to patents on federally funded inventions automati-
cally vested in the federal government unless the agency
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waived its rights.  See, e.g., 42 U.S.C. 2182, 5908(a)
(1976) (Department of Energy); 42 U.S.C. 2457(a) (1976)
(National Aeronautics and Space Administration).  By
vesting title in the United States, those statutes super-
seded the inventor’s common-law rights in his invention
and his statutory patent rights.  See Arachnid, Inc.
v. Merit Indus., Inc., 939 F.2d 1574, 1578 (Fed. Cir.
1991) (describing inventor’s common-law and statutory
rights).  An inventor working on a federally funded pro-
ject subject to those statutes therefore was not free to
assign rights in his invention to third parties.  Such an
inventor had “no right to assign” because “when the in-
vention was conceived by [the inventor], title to that in-
vention immediately vested in the United States” by
“operation of law.”  FilmTec Corp. v. Hydranautics, 982
F.2d 1546, 1550, 1553-1554 (Fed. Cir. 1992), cert. denied,
510 U.S. 824 (1993).

In contrast to agencies operating under vesting stat-
utes, other agencies addressed ownership of patents for
federally funded inventions by entering into agreements
with individual research institutions that allowed those
institutions to retain rights in such inventions.  The Na-
tional Science Foundation (NSF) and the Department of
Health, Education and Welfare (HEW), for example,
operated under Institutional Patent Agreement (IPA)
programs adopted in the 1960s and 1970s.  See David C.
Mowery et al., Ivory Tower and Industrial Innovation:
University-Industry Technology Transfer Before and
After the Bayh-Dole Act in the United States 45 (2004).
IPAs gave universities and nonprofit organizations with
established technology-transfer programs a first option
to own federally funded inventions.  See S. Rep. No. 480,
96th Cong., 1st Sess. 21 (1979) (Senate Report).  In re-
turn, those institutions typically were required to report
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the invention to the government, grant the government
a royalty-free license, refrain from charging excessive
royalties to other licensees, use royalty income for the
support of education or research, refrain from assigning
rights except in limited circumstances, and take effec-
tive steps to commercialize the inventions.  See, e.g.,
Federal Council for Sci. & Tech., Report on Government
Patent Policy 330-339 (HEW IPA), 340-353 (NSF IPA)
(1976) (Patent Policy Report). 

Experience with the vesting statutes and the IPA
programs revealed that both had shortcomings.  Under
the vesting statutes, the government often lacked the
resources to develop and commercialize patent rights
obtained through federally funded research.  Gov’t Ac-
countability Office, GAO-09-742, Information on the Gov-
ernment’s Right to Assert Ownership Control Over Fed-
erally Funded Inventions 2 (2009) (GAO Report); House
Report 1-2.  As a result, only about five percent of feder-
ally funded inventions were being marketed commer-
cially at the time the Bayh-Dole Act was enacted.  See
126 Cong. Rec. 8739 (1980) (statement of Sen. Dole);
GAO Report 2. 

IPAs had a different but equally significant defi-
ciency.  The statutes governing several agencies, such as
the NSF, prohibited the agencies from entering into
contracts “inconsistent with any provision of law affect-
ing the issuance or use of patents.”  42 U.S.C. 1871(a)
(1976).  As a result, IPAs could not allocate ownership
rights in federally funded inventions by their own force,
but instead depended upon the university or nonprofit
organization obtaining an assignment of rights from the
researcher.  See, e.g., Patent Policy Report 330-331, 342.
An institution’s failure to obtain an effective assignment
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of rights from the researcher thus could compromise the
allocation of rights and obligations under the IPA.  See,
e.g., Government Patent Policy Act of 1980:  Hearing on
H.R. 5715 Before the Subcomm. on Science, Research
and Technology of the H. Comm. on Science and Tech-
nology, 96th Cong., 2d Sess. 80 (1980). 

3. Congress enacted the Bayh-Dole Act to address
those shortcomings.  The Act establishes a uniform
framework for the disposition of rights in federally fund-
ed inventions.  That framework was designed to “use the
patent system to promote the utilization of inventions
arising from federally supported research or develop-
ment,” while “ensur[ing] that the Government obtains
sufficient rights in federally supported inventions to
meet the needs of the Government and protect the pub-
lic against nonuse or unreasonable use of inventions.”
35 U.S.C. 200.  Congress sought to balance the interests
of the research institution, the government, and the in-
ventor in a manner that would best “promote collabora-
tion between commercial concerns and nonprofit organi-
zations, including universities,” and that would encour-
age “future research and discovery.”  Ibid . 

The Act prescribes rights in “subject invention[s],”
which are defined as “any invention of the contractor
conceived or first actually reduced to practice in the per-
formance of work under a funding agreement” between
a contractor and a federal agency.  35 U.S.C. 201(e).  A
“contractor” is a “person, small business firm, or non-
profit organization that is a party to a funding agree-
ment.”  35 U.S.C. 201(c).  The term “funding agreement”
is broadly defined as “any contract, grant, or coopera-
tive agreement entered into between any Federal
agency, other than the Tennessee Valley Authority, and
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any contractor for the performance of experimental,
developmental, or research work funded in whole or in
part by the Federal Government.”  35 U.S.C. 201(b).    

The Act creates a presumption that title to federally
funded inventions will vest in the contractor, as opposed
to the government or the inventor.  That presumption
is set out in the section of the Act titled “Disposition
of rights,” which states that a contractor may “elect
to retain title to any subject invention.”  35 U.S.C.
202(a).  To exercise title, the contractor must “disclose
each subject invention to the Federal agency within a
reasonable time after it becomes known to contractor
personnel responsible for the administration of patent
matters.”  35 U.S.C. 202(c)(1).  The Act then requires
the contractor to elect to retain title to the invention
“within a reasonable time after disclosure,” 35 U.S.C.
202(a), defined as “two years  *  *  *  or such additional
time as may be approved by the Federal agency,”
35 U.S.C. 202(c)(2), and to file timely patent applications
for the invention, 35 U.S.C. 202(c)(3).  The government
“may receive title to any subject invention” when the
contractor does not timely disclose the invention, elect
to retain title, or seek patent protection for the inven-
tion.  35 U.S.C. 202(c)(1)-(3).  

The contractor’s title to a federally funded invention
is subject to several additional conditions.  If the con-
tractor is a nonprofit organization, it must obtain federal
agency approval before assigning rights in a subject
invention, 35 U.S.C. 202(c)(7)(A); must “share royalties
with the inventor,” 35 U.S.C. 202(c)(7)(B); and must uti-
lize the remaining royalties or income to further “scien-
tific research or education,” 35 U.S.C. 202(c)(7)(C).  The
contractor must also ensure that any assignee that is
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granted the “exclusive right to use or sell any subject
invention” agrees that any products made using the sub-
ject invention will be “manufactured substantially in the
United States,” unless the government waives that con-
dition.  35 U.S.C. 204.

Although the Act presumptively vests title in the
contractor, the government retains several important
rights.  The government is entitled to an irrevocable,
paid-up license from the contractor to practice a feder-
ally funded invention.  35 U.S.C. 202(c)(4).  Further, the
government may keep title or otherwise restrict a con-
tractor’s title when particularly sensitive governmental
interests are at stake, such as when a contractor is con-
trolled by a foreign government or the research relates
to foreign intelligence, nuclear propulsion, or nuclear
weapons programs.  35 U.S.C. 202(a)(i)-(iv).  The gov-
ernment also retains “march-in” rights to subject inven-
tions, meaning that it may step in to license the inven-
tion in certain circumstances, such as when a contractor
fails to take steps to achieve practical application of the
invention, or when public health or safety requires it.
35 U.S.C. 203.

If a contractor does not elect to retain title to a sub-
ject invention, the federal agency “may consider”—“and
after consultation with the contractor grant”—“requests
for retention of rights by the inventor.”  35 U.S.C.
202(d).  The inventor’s rights remain “subject to the pro-
visions of this Act and regulations promulgated hereun-
der.”  Ibid .; see 37 C.F.R. 401.9.  Thus, the inventor may
receive title to the invention only when the contractor
chooses not to retain title (or fails to comply with the
applicable statutory prerequisites) and the government
affirmatively authorizes the inventor to take title.
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By its terms, the Bayh-Dole Act “take[s] precedence
over any other Act which would require a disposition of
rights in subject inventions of small business firms or
nonprofit organizations contractors in a manner that is
inconsistent with” the disposition of rights in the Act.
35 U.S.C. 210(a).  Thus, unlike the pre-1980 experience
with IPAs, when the ability of agencies like the NSF to
control the allocation of rights in federally funded inven-
tions was dependent on the contractor’s obtaining an
assignment of rights from the individual researcher, the
Bayh-Dole Act explicitly gives precedence to the Act’s
own “[d]isposition of rights.”  35 U.S.C. 202. 

4. This case concerns the ownership of three patents
for monitoring the effectiveness of treatments for hu-
man immunodeficiency virus (HIV).  The patented pro-
cess was developed by research scientists at the Leland
Stanford Junior University (Stanford) using federal
funds.  One of those scientists, Dr. Mark Holodniy, per-
formed research both at Stanford and at Cetus Corpora-
tion (Cetus).  Holodniy executed agreements with both
Stanford and Cetus regarding rights in his inventions,
and a dispute subsequently arose about the ownership of
the patents at issue here. 

In the early to mid-1980s, Cetus developed polymer-
ase chain reaction (PCR) technology, a technique for
making billions of copies of specific sequences of DNA
from a small number of starting molecules.  Pet. App.
32a.  In 1988, Cetus and Stanford began to collaborate
on the use of PCR in HIV/AIDS research.  Ibid .  Later
that year, Holodniy began to conduct research at Stan-
ford’s Center for AIDS Research.  Id . at 34a-35a.
Holodniy signed a “Copyright and Patent Agreement”
with Stanford, id . at 118a-121a, in which he acknowl-
edged that federal grants and contracts impose obliga-
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tions on him with respect to federally funded inventions,
id. at 118a; agreed to provide “a written disclosure” of
any invention conceived or reduced to practice under a
contract or grant, id. at 118a-119a; and “agree[d] to as-
sign or confirm in writing to Stanford  *  *  *  that right,
title and interest in  *  *  *  such inventions,” id. at 119a.

In February 1989, Holodniy began to make regular
visits to Cetus to learn about PCR and to develop a
PCR-based test for HIV.  Pet. App. 4a.  At Cetus,
Holodniy signed a “Visitor’s Confidentiality Agree-
ment,” id . at 35a-36a, 122a-124a, in which he “assign[ed]
to CETUS, [his] right, title, and interest in” any inven-
tions conceived or reduced to practice “as a consequence
of [his] access to CETUS’ facilities or information,” id .
at 123a.  Holodniy’s research with Cetus produced an
assay (procedure) for using PCR to measure the amount
of HIV nucleic acids in blood samples from people in-
fected with HIV.  Id . at 5a, 37a.  Holodniy published his
findings with Cetus co-authors.  Ibid . 

Holodniy then returned to Stanford and conducted
clinical studies to determine whether the assay could be
used to judge the efficacy of anti-HIV drugs.  Pet. App.
5a, 39a.  That research demonstrated that PCR can be
used to track the HIV RNA in a patient’s bloodstream
to assess the effectiveness of anti-HIV drugs the patient
is taking.  Ibid .  Holodniy published this discovery with
several Stanford and Cetus co-authors.  Id . at 5a,
38a-40a.  The research underlying the discovery was
funded in part by the federal government through an
agreement with Stanford.  Id . at 5a, 109a, 114a-115a. 

Beginning in 1992, Stanford submitted a series of
patent applications for this method of monitoring the
effectiveness of anti-HIV treatment, which resulted in
the issuance of the three patents at issue.  Pet. App.
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107a-109a.  Holodniy and other scientists are named as
co-inventors of these patents, and Stanford is identified
as the patent assignee.  Id . at 4a, 125a, 127a, 129a, 131a;
see id. at 41a (district court explains that Holodniy and
other scientists “executed an assignment purporting to
convey their interests in” the patents to Stanford and
Stanford recorded the assignments with the Patent and
Trademark Office).  Each patent specified that the “in-
vention was made with Government support” and that
“[t]he Government has certain rights in th[e] invention.”
Id. at 5a-6a, 126a, 128a, 132a; see 35 U.S.C. 202(c)(6)
(requiring such specifications).  Stanford then disclosed
the inventions to the federal government and confirmed
to the government the grant of irrevocable, paid-up li-
censes to the inventions.  Pet. App. 5a.  In 1995, Stan-
ford formally elected to retain title to the inventions
under the Bayh-Dole Act.  Id . at 5a-6a, 115a-116a. 

5. Ten years later, petitioner filed suit, alleging that
respondents (who had purchased Cetus’s PCR business)
were marketing HIV detection kits that infringed its
patents.  Pet. App. 5a-6a, 31a.  Respondents counter-
claimed, contending, inter alia, that they possessed
ownership interests in the patents because of Holodniy’s
agreement with Cetus.  Id . at 6a-7a, 122a-124a.  

The district court rejected respondents’ claim of
ownership on several grounds.  As relevant here, the
court held that Holodniy’s assignment to Cetus was inef-
fective to convey an interest in the patents because, un-
der the Bayh-Dole Act, he lacked any such interest to
convey.  Pet. App. 61a-62a.  The court explained that
when “the individual inventor is not a contracting
party,” “the Bayh-Dole Act provides that the individual
inventor may obtain title only after the government and
the contracting party have declined to do so.”  Id . at 61a
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(citing 35 U.S.C. 202(d)).  Because “Stanford exercised
its right and obtained title in the patents” under the
Bayh-Dole Act, the court concluded, Holodniy “had no
interest to assign to Cetus.”  Id . at 62a.  

In a later proceeding, the district court held that the
patents were invalid for obviousness.  See Board of Trs.
of Leland Stanford Junior Univ. v. Roche Molecular
Sys., Inc., 563 F. Supp. 2d 1016, 1039-1049 (N.D. Cal.
2008).  Petitioner appealed that decision, and respon-
dents cross-appealed on the ownership issue.  Pet. App.
2a-3a. 

6. The court of appeals affirmed in part, vacated in
part, and remanded.  Pet. App. 1a-28a.  As relevant
here, the court held that petitioner had obtained no own-
ership interests in the patents from Holodniy because
Holodniy had assigned his patent rights to Cetus, leav-
ing nothing for him to assign to Stanford.  Id . at 27a-
28a.  The court regarded the contract between Holodniy
and Stanford, in which Holodniy “agree[d] to assign or
confirm in writing” any invention he conceived or re-
duced to practice while at Stanford, as merely a promise
to assign his rights “to Stanford at an undetermined
time.”  Id . at 13a.  By contrast, the court viewed
Holodniy’s agreement with Cetus—in which Holodniy
stated that he “will assign and do[es] hereby assign to
CETUS” his interest in inventions conceived as a conse-
quence of his access to Cetus facilities and informa-
tion—as “effect[ing] a present assignment” to Cetus of
his future inventions.  Id . at 14a (emphasis added).  The
court concluded that “Cetus’s legal title vested first” and
that Holodniy therefore had no rights to assign to Stan-
ford with respect to the pertinent invention.  Ibid . 

The court of appeals rejected petitioner’s contention
that the Bayh-Dole Act gave Stanford title to the pat-
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ents.  Pet. App. 18a-21a.  In the court’s view, the
Bayh-Dole Act was relevant only to determine what re-
sidual rights Stanford and the government might have
after effectuating the assignments in the Holodniy-
Stanford and Holodniy-Cetus agreements.  Id . at
19a-20a; see id. at 21a.  The court stated that “Stanford
was entitled to claim whatever rights were still available
after the Government declined to exercise its option [to
take title to the patents], including the rights of
[Holodniy’s co-inventors on the patents].”  Id. at 19a.
But the court determined that Stanford could not claim
title to the patents because Holodniy “still possessed
rights at the time he signed the [agreement] with
Cetus”; he assigned those rights to Cetus in the agree-
ment; and the Act did not “automatically void the patent
rights that Cetus received from Holodniy.”  Id . at 19a,
21a. 

The court of appeals concluded that petitioner lacked
standing to pursue the infringement claim because it did
not own Holodniy’s interest in the patents and, under
Federal Circuit precedent, all co-owners must join as
plaintiffs in an infringement suit.  Pet. App. 27a.  Based
on that determination, the court vacated the district
court’s judgment that the patents were invalid.  Id . at
27a-28a. 

SUMMARY OF ARGUMENT

The Bayh-Dole Act permits a college or university,
nonprofit organization, or small business contractor to
retain patent rights in an invention conceived of or re-
duced to practice using federal funds.  An individual
inventor employed by the contractor may not defeat the
contractor’s presumptive title by assigning his putative
rights to a third party. 



13

A. The Act establishes a comprehensive framework
for the “[d]isposition of rights” in federally funded
inventions.  35 U.S.C. 202.  That framework gives
a contractor first priority by allowing it to “elect to
retain title” to any subject invention.  35 U.S.C. 202(a).
The federal government occupies the next position in
the hierarchy:  it has the right to a paid-up license and
the ability to grant licenses as necessary to ensure com-
mercialization, and it may take title to the invention if
the contractor declines to exercise its rights or if impor-
tant national interests require it.  35 U.S.C. 202(a) and
(c)(1)-(4), 203.  The inventor has lowest priority:  he may
retain title only if the contractor forfeits its rights and
the government affirmatively authorizes him to retain
title.  35 U.S.C. 202(d).   

The court of appeals erred in allowing an individual
inventor to circumvent through private contract the
Bayh-Dole Act’s framework for allocating ownership of
federally funded inventions.  Stanford complied with all
of the requirements to obtain title under the Act, yet the
court determined that Holodniy had compromised Stan-
ford’s rights by assigning ownership of the inventions to
Cetus.  That was error because Holodniy had no owner-
ship rights in the subject inventions to assign to Cetus.
And nothing in the Bayh-Dole Act suggests that a con-
tractor must obtain an assignment of rights from an in-
ventor to retain clear title under the Act.  

B. The Act’s history confirms that it is intended to
grant contractors presumptive ownership of federally
funded inventions by operation of law.  Before 1980, title
to federally funded inventions generally vested in the
government by statute or could be retained by contrac-
tors by contract.  In enacting the Act, Congress chose to
allocate primary ownership rights to contractors in or-



14

der to best encourage commercialization of useful inven-
tions.  Both supporters and opponents of the Act under-
stood that it gave first priority to contractors so long as
they followed the steps set out in the Act.  The legisla-
tive history confirms that an individual inventor can ob-
tain (and thus can assign) ownership rights in a federally
funded invention only if the contractor declines to exer-
cise its rights under the Act and the government autho-
rizes the inventor to take title. 

C. The court of appeals’ decision frustrates the Act’s
important purposes.  By allowing an inventor conducting
federally funded research to override the Act’s alloca-
tion of rights, the decision below undermines the unifor-
mity and certainty of title that is necessary for effective
commercialization.  Moreover, the court of appeals’ rule
frustrates the government’s ability to protect the taxpay-
ers’ multi-billion-dollar investments in research and de-
velopment by allowing an inventor to transfer ownership
of an invention to a third party that is not subject to the
government’s licensing and march-in rights.  Finally, the
decision below allows an inventor to nullify the provi-
sions of the Act that require royalties to be dedicated to
further research and development and products using
the invention to be made in the United States, further
reducing the Act’s intended benefit to the public.

ARGUMENT

AN INDIVIDUAL INVENTOR MAY NOT DEFEAT A CON-
TRACTOR’S ELECTION OF TITLE UNDER THE BAYH-
DOLE ACT BY ASSIGNING HIS PUTATIVE RIGHTS IN AN
INVENTION TO A THIRD PARTY 

The Bayh-Dole Act establishes a comprehensive
framework for allocating rights in federally funded in-
ventions.  Under that framework, a contractor has pre-
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sumptive title to a subject invention so long as the con-
tractor complies with enumerated statutory prerequi-
sites.  The court of appeals’ decision allows an individual
inventor to defeat the contractor’s title by assigning
rights to a third party outside the framework of the Act.
That holding cannot be reconciled with the Act’s text,
history, and purposes. 

A. The Bayh-Dole Act Establishes A Comprehensive
Framework For The Disposition Of Rights In Federally
Funded Inventions 

1. By its plain terms, the Act sets out a framework
for the “[d]isposition of rights” in federally funded in-
ventions.  35 U.S.C. 202(a).  The Act establishes a statu-
tory hierarchy of rights among contractors, the govern-
ment, and inventors, and it specifically defines the cir-
cumstances under which each may take title to a feder-
ally funded invention.   

First priority in this statutory scheme belongs to the
contractor.  The Act states that a contractor “may
*  *  *  elect to retain title to any subject invention.”
35 U.S.C. 202(a).  That statement—the first allocation of
rights contained in the Act—makes clear that title to a
subject invention presumptively vests in the research
institution where the invention was developed using fed-
eral funds.  See, e.g., Senate Report 31 (the “normal
rule” under the Act is that “small business firms and
nonprofit organizations are to have the right to elect to
retain worldwide ownership of their inventions”).  If the
contractor wishes to own and develop the invention, all
it must do is “elect” to retain title and comply with the
further conditions for exercising title set out in the Act,
i.e., the obligations to disclose the invention, to make an
election of title, and to seek patent protection in a timely
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manner.  35 U.S.C. 202(c)(1)-(3).  The Act does not con-
dition the contractor’s title to an invention on an assign-
ment of rights from an inventor, but instead grants the
contractor presumptive title to the invention by opera-
tion of law.

The Act further provides that the government re-
tains important rights in federally funded inventions
owned by the contractor and may, in some circum-
stances, take title to a subject invention.  When the con-
tractor elects to retain title to an invention, the govern-
ment has the right to “a nonexclusive, nontransferable,
irrevocable, paid-up license” to practice the invention,
35 U.S.C. 202(c)(4), and has the authority to require the
contractor, its assignee, or an exclusive licensee to li-
cense the invention in order to achieve practical applica-
tion of it, 35 U.S.C. 203.  In addition, the government
may take title to an invention if the contractor does not
notify the government of the invention, does not elect to
retain title to the invention, or does not seek patent pro-
tection for the invention in a timely manner.  35 U.S.C.
202(c)(1)-(3).  In certain circumstances, such as when the
research to be performed implicates particularly sensi-
tive government interests, the government may provide
in the funding agreement with the contractor that title
to any resulting inventions will vest in the government.
35 U.S.C. 202(a).  But the contractor’s decision to retain
title controls unless the government has retained title
through a funding agreement or the contractor fails to
exercise its rights in the manner and within the time
specified in the Act. 

The Act also confers limited rights on individual in-
ventors of subject inventions.  A nonprofit contractor
that retains title under the Act must “share royalties
with the inventor.”  35 U.S.C. 202(c)(7)(B).  The Act fur-
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ther provides that, if a contractor declines to retain title
(or fails to exercise its rights under the Act), the govern-
ment funding agency “may consider and after consulta-
tion with the contractor grant requests for retention of
rights by the inventor.”  35 U.S.C. 202(d).  In that cir-
cumstance, the inventor obtains title to the invention
“subject to the provisions of th[e] Act and regulations
promulgated [t]hereunder.”  Ibid.; see 37 C.F.R. 401.9.
Thus, with respect to ownership of patent rights in fed-
erally funded inventions, the inventor’s rights are subor-
dinate to those of both the contractor and the federal
government.  See, e.g., Platzer v. Sloan-Kettering Inst.
for Cancer Research, 787 F. Supp. 360, 364-365
(S.D.N.Y.) (concluding that “the intended beneficiaries
of the Bayh-Dole Act are the [research] institutions
themselves and the government,” not the inventors),
aff ’d, 983 F.2d 1086 (Fed. Cir. 1992) (unpublished; per
curiam), cert. denied, 507 U.S. 1006 (1993). 

2. In this case, Stanford retained title to the inven-
tions at issue by complying with the Bayh-Dole Act.  The
court of appeals did not question Stanford’s contention
that the inventions at issue are “subject inventions”
within the meaning of the Act.  To the contrary, the
court stated that the results of research conducted by
Holodniy and other researchers at Stanford “formed the
basis for the patents-in-suit,” Pet. App. 5a, and it held
that Holodniy’s prior assignment to Cetus would control
“[e]ven if Holodniy conceived and reduced to practice
[the invention] after departing Cetus,” id. at 15a.  And
the record makes clear that the pertinent research at
Stanford was funded in part by two federal grants for
AIDS research.  Id. at 109a, 114a-115a. 
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Accordingly, when the inventions were made, title
presumptively vested in Stanford by operation of law.
35 U.S.C. 202(a).  Stanford then took the steps required
to exercise its title:  it disclosed the inventions to the
government and provided to the government paid-up
licenses to practice the inventions, Pet. App. 5a-6a,
114a-116a; see 35 U.S.C. 202(c)(1) and (4); submitted
patent applications for the inventions, Pet. App. 5a,
108a-109a; see 35 U.S.C. 202(c)(3); and provided to the
government a formal written election to retain title to
the inventions, Pet. App. 5a-6a, 115a-116a; see 35 U.S.C.
202(a) and (c)(2).  Indeed, neither the court of appeals
nor respondent has disputed that Stanford took the nec-
essary steps under the Act in order to exercise title to
the inventions. 

3. The court of appeals erred by failing to enforce
the “[d]isposition of rights” (35 U.S.C. 202) in the inven-
tions mandated by the Bayh-Dole Act, and by instead
treating Stanford’s rights in the inventions as depending
upon Holodniy’s assignment of title.  That approach was
incorrect because the Act allows a contractor to retain
title by operation of law, 35 U.S.C. 202(a), and the inven-
tor may gain title to the invention only when the con-
tractor forfeits its right to title, 35 U.S.C. 202(d).  Here,
Holodniy possessed a contingent interest in any patent-
able “subject invention” that he might create with the
assistance of federal funds, one that would mature only
if the contractor waived or failed to exercise its rights
under the Act and the government then authorized
Holodniy to retain title.  Although nothing in the Bayh-
Dole Act precluded Holodniy from assigning that contin-
gent interest to Cetus, Holodniy could not assign to
Cetus any higher priority in the federally funded inven-
tions than Holodniy himself would have possessed.  Be-
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1 The Act requires a nonprofit organization that retains title to a
federally funded invention to share any royalties with the inventor,
35 U.S.C. 202(c)(7)(B), and nothing in the Act would have precluded
Holodniy from assigning to Cetus all or part of his contingent interest
in such royalties.  Neither the parties nor the courts below have
suggested, however, that any such royalties are in dispute.

cause Stanford elected to retain title under the Act,
Holodniy’s prior assignment did not have the effect of
conveying to Cetus an ownership interest that Holodniy
could not have asserted.1

 The court of appeals framed the question presented
as whether Stanford’s “election of title under Bayh-Dole
had the power to void any prior, otherwise valid assign-
ments of patent rights.”  Pet. App. 19a.  Stanford’s enti-
tlement to retain title to the patented inventions, how-
ever, does not depend on the view that the Bayh-Dole
Act “void[ed]” Holodniy’s assignment of rights to Cetus.
Holodniy assigned to Cetus his own “right, title, and
interest in” any inventions conceived or reduced to prac-
tice “as a consequence of [his] access to CETUS’ facili-
ties or information,” id. at 123a; but the parties to that
agreement surely understood that the scope of
Holodniy’s rights in any later-developed inventions
would be determined under applicable law.  If
Holodniy’s eventual contributions to the research that
produced the patented inventions had not justified treat-
ing him as a co-inventor, for example, Cetus would have
acquired no rights in those inventions because Holodniy
would have had no such rights to assign.  Similarly here,
the Bayh-Dole Act did not “void” Holodniy’s assignment
to Cetus of all his rights in the relevant inventions; it
simply limited, to the contingent interests described
above, the rights that Holodniy could potentially assign.
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By placing the disposition of rights in a federally
funded invention in the hands of the inventor, the court
of appeals turned the Bayh-Dole Act’s hierarchy on its
head.  In the court’s view, title to a federally funded in-
vention belongs in the first instance not to the contrac-
tor, but to the inventor.  The court determined that
Holodniy possessed rights in the inventions that he had
assigned to Cetus, Pet. App. 19a, and that Stanford’s
and the government’s rights were subordinate to
Holodniy’s assignment, id . at 13a-18a.  The court consid-
ered the government’s rights second, stating that “when
the Bayh-Dole Act’s provisions are violated, ‘the govern-
ment can choose to take action  *  *  *  [but] title remains
with the named inventors or their assignees.’ ”  Id . at
18a-19a (quoting Central Admixture Pharmacy Servs.,
Inc. v. Advanced Cardiac Solutions, P.C., 482 F.3d 1347,
1352-1353 (Fed. Cir.), cert. denied, 552 U.S. 1038
(2007)).  The court put the contractor’s rights last, stat-
ing that Stanford could only “claim whatever rights
were still available after the Government declined to
exercise its option.”  Ibid .  

As a result, the court held that an inventor like
Holodniy may preclude a university or other nonprofit
contractor from obtaining its statutory ownership inter-
ests in a federally funded invention simply by making a
present assignment of rights to a third party.  That
holding nullifies the university or other nonprofit con-
tractor’s statutory right to elect to retain title, as well as
its corresponding statutory obligations to commercialize
the invention, grant the government a license, and de-
vote the proceeds to research and education. 

4. The Bayh-Dole Act allows a contractor to obtain
clear title to an invention by operation of law, without
seeking any assignment by an inventor.  The Act states
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2 Respondent suggests (Supp. Cert. Br. 12) that the Bayh-Dole Act
does not displace an inventor’s rights under the Patent Act because
Section 210 does not specifically mention the Patent Act.  But the Bayh-
Dole Act states that it takes precedence over “any other Act” that
would require a contrary disposition of rights, “including but not
necessarily limited to” the 21 listed statutes.  35 U.S.C. 210(a)
(emphasis added).  Because “statutory language suggesting exclusive-

that the contractor may “elect to retain title” in a sub-
ject invention, 35 U.S.C. 202(a), and it describes that
election as the contractor’s “acquir[ing] title under this
chapter,” 35 U.S.C. 203(a), and “receiv[ing] title to a[]
subject invention,” 35 U.S.C. 204.  The Act specifies the
steps the contractor must take to exercise title under
the Act (35 U.S.C. 202(c)(1)-(3)), and those steps do not
include the acquisition of an assignment of rights from
the inventor.  Regulations implementing the Bayh-Dole
Act confirm that, when a contractor complies with the
statutory requirements, it “retain[s] the entire right,
title, and interest throughout the world to each subject
invention.”  37 C.F.R. 401.3(a); see 37 C.F.R. 401.14(a)
(clause (b)).

Contrary to the court of appeals’ understanding (Pet.
App. 19a), title to a “subject invention” within the mean-
ing of the Bayh-Dole Act does not initially vest in the
inventor.  To be sure, under the Patent Act, the right to
obtain a patent on an invention generally belongs to the
inventor, who may assign that right.  See 35 U.S.C. 101,
115, 116, 152.  By its terms, however, the Bayh-Dole Act
“take[s] precedence over any other Act” governing the
disposition of rights in subject inventions.  35 U.S.C.
210(a).  Thus, even assuming that Holodniy’s assignment
of rights to respondent would otherwise have prevailed
over his assignment of rights to petitioner, the priority
rules in the Bayh-Dole Act are controlling here.2



22

ness is missing,” Chevron U.S.A. Inc. v. Echazabal, 536 U.S. 73, 81
(2002), respondent’s invocation of the expressio unius canon is inapt;
and because Section 210 does not provide “a list of specific items
followed by a general term,” Hall St. Assocs. v. Mattel, Inc., 552 U.S.
576, 586 (2008), the ejusdem generis canon is likewise inapposite. 

The Act’s specification of the circumstances in which
an inventor may retain title to a subject invention con-
firms that the inventor does not have the initial right to
title under the Act.  An inventor may retain rights in a
subject invention only if “a contractor does not elect to
retain title” and the government grants the inventor’s
request for retention of rights after consulting with the
contractor.  35 U.S.C. 202(d); see 37 C.F.R. 401.9 (inven-
tor’s ability to retain title is subject to federal approval).
The Act does not identify any other circumstance in
which an inventor can obtain title, and it does not allow
an inventor to trump the rights of a contractor.  See,
e.g., Fenn v. Yale Univ., 393 F. Supp. 2d 133, 139 (D.
Conn. 2004) (inventor could not retain rights under Act
where university intended to exercise right to retain
title and informed the government of that intention),
aff ’d, 184 Fed. Appx. 21 (2d Cir. 2006) (unpublished
opinion).

That conclusion is reinforced by the Act’s restrictions
on inventors who are allowed to retain rights in subject
inventions.  The Act provides that, “[i]f a contractor
does not elect to retain title to a subject invention” and
the government “grant[s] [a] request[] for retention of
rights by the inventor,” the inventor takes title “subject
to the provisions of [the Bayh-Dole] Act and regulations
promulgated [t]hereunder.”  35 U.S.C. 202(d).  The ap-
plicable regulations in turn state that, when an inventor
is allowed “to retain rights to a subject invention” pursu-
ant to Section 202(d), the agency must impose upon the
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3 Congress’s authority to allocate inventors’ rights in federally
funded inventions is reinforced by long-standing practice regarding
patentable inventions created by federal employees.  A 1950 Executive
Order, which remains in effect today, provides that “[t]he Government
shall obtain the entire right, title and interest in and to all inventions
made by any Government employee (1) during working hours, or (2)
with a contribution by the Government of facilities, equipment,
materials, funds, or information, or of time or services of other Govern-
ment employees on official duty, or (3) which bear a direct relation to
or are made in consequence of the official duties of the inventor.”  Exec.
Order No. 10,096, 3 C.F.R. 292 (1949-1953 Comp.), amended by Exec.
Order No. 10,695, 3 C.F.R. 355 (1954-1958 Comp.), and Exec. Order
No. 10,930, 3 C.F.R. 456 (1959-1963 Comp.).  Federal regulations
implement that policy and provide detailed procedures for employees
to retain title to inventions that were made outside the course of their
federal work.  See 37 C.F.R. Pt. 501.  Just as the government may
allocate rights in inventions made by its employees, see, e.g., Heine-
mann v. United States, 796 F.2d 451, 455-456 (Fed. Cir. 1986), cert.
denied, 480 U.S. 930 (1987), it may also allocate rights in inventions
made by its contractors with federal funds.

inventor specified restrictions that apply to small busi-
ness contractors.  37 C.F.R. 401.9.

The Act does not expressly limit the prerogatives of
an inventor who obtains rights in a subject invention
other than pursuant to Section 202(d).  The natural in-
ference from that omission is that inventors can obtain
such rights only if the contractor declines to retain title
and the government grants the inventor’s request.  By
contrast, the court of appeals’ decision suggests that
inventors can exercise greater rights in subject inven-
tions outside of the Bayh-Dole Act framework than they
could exercise after satisfying the statutory prerequi-
sites to retention of title.  That approach would seriously
undermine Congress’s effort to ensure that federally
funded inventions are used to advance the public inter-
est.3
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B. The Bayh-Dole Act’s History Confirms That An Inventor
May Not Trump A Contractor’s Election Of Rights By
Private Contract 

1. Before 1980, there was significant debate
throughout the federal government about whether it
would best serve the public interest to vest title to feder-
ally funded inventions in the government or to grant
ownership to the research institutions where the inven-
tions were made.  Pet. Br. 2-10; see pp. 2-5, supra.  In
the Bayh-Dole Act, Congress granted primary rights in
federally funded inventions to the research institutions,
rather than to the government.  The congressional delib-
erations evidenced an overriding concern that, although
the government was spending significant sums on sci-
ence and technology research, taxpayers were not gain-
ing useful products in return.  The Senate Report ac-
companying the Act noted the “inability of the Federal
agencies to deliver new inventions and processes from
their research and development programs to the mar-
ketplace where they can benefit the public,” Senate Re-
port 2, primarily due to resource constraints, id. at 19
(citing statistic that “the cost of taking a new invention
from basic research through development and commer-
cialization costs 10 times as much as did the basic re-
search itself ”).  

Although federal agencies that owned patents gener-
ally “ma[de] them available to private businesses for
development and possible commercialization through
nonexclusive licenses,” that approach had proved inade-
quate to encourage private industry to take on the sub-
stantial costs of bringing a product to market.  Senate
Report 2; see id. at 18.  As a result, “[h]undreds of valu-
able medical, energy, and other technological discover-
ies [we]re sitting unused under Government control,”
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126 Cong. Rec. at 8739 (statement of Sen. Bayh), and
“the public [wa]s not receiving the full benefits of the
research and development efforts that it [wa]s support-
ing,” Senate Report 19. 

Congress chose to allow universities and other con-
tractors to retain title to those inventions because it
viewed those entities as better positioned than the fed-
eral agencies to develop federally funded inventions.
Extensive hearings had “clearly demonstrated that the
universities and nonprofit organizations who are con-
ducting this research effort are much more efficient in
delivering these important discoveries to the market-
place than are the [federal] agencies.”  Senate Report
29.  Congress therefore granted those contractors the
exclusive ownership rights required for effective com-
mercialization of the inventions, id. at 3, 18, 24, while
giving the federal government a license to use the inven-
tions, id. at 30.  Congress further sought to “protect
[the] public welfare” by giving the government march-in
rights to license any federally funded invention that the
relevant contractor was not adequately utilizing.  Id. at
28.

2. The legislative record reflects a consensus that,
under the statute as ultimately enacted, a contractor
could obtain clear title to a federally funded invention by
complying with the conditions set out in the Act.  Section
202 of the Act “establishe[d] the basic framework for the
disposition of rights in inventions made by small busi-
ness firms and nonprofit organizations under funding
agreements with the Federal Government.”  Senate Re-
port 31.  Under that framework, the “normal rule” is
that “small business firms and nonprofit organizations
are to have the right to elect to retain worldwide owner-
ship of their inventions by making an election within a
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4 Although the House Report considered an earlier version of the bill,
which provided that “[a] contractor that is a small business or a
nonprofit organization will acquire title to its contract invention,”
126 Cong. Rec. at 29,891, there is no suggestion in the legislative record
that Members of Congress viewed that language as materially different
from the language that ultimately was enacted. 

reasonable time after they disclose the invention.”  Ibid.
(emphasis added).  See, e.g., 126 Cong. Rec. at 8741
(statement of Sen. Nelson) (Act “establish[es] a pre-
sumption that universities and small businesses shall
retain title to inventions they develop with government
financial assistance”); id. at 2007 (statement of Sen.
Weicker) (Act “grant[s] to the universities and small
companies the right of first refusal for patents arising
from their Federal grants or contracts”); The Univer-
sity and Small Business Patent Procedures Act:  Hear-
ings on S. 414 Before the Sen. Comm. on the Judiciary,
96th Cong., 1st Sess. 40 (1979) (statement of Elmer
Staats, Comptroller General of the United States) (stat-
ute embodies “a uniform Government-wide title-in-the-
contractor policy”); House Report 5 (similar House bill
“establishes a presumption that ownership of all patent
rights in government funded research will vest in [the]
contractor”)4; see also Statement on Signing H.R. 6933
Into Law, 16 Weekly Comp. Pres. Doc. 2803, 2804 (Dec.
12, 1980) (“[T]his legislation enables small businesses
and nonprofit organizations to obtain title to inventions
made with Federal support.”).

It was well understood that the Act would “automati-
cally grant small businesses and nonprofits title to in-
ventions arising from Government-supported research.”
Senate Report 36 (statement of Alice Rivlin, Director of
the Congressional Budget Office).  See, e.g., House Re-
port 12 (similar House bill “provides for the acquisition
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of title to contract inventions by contractors which are
either a small business or a nonprofit organization”).
Even those Members of Congress who disagreed with
the balance of interests struck in the Act understood
that it “assigns automatic title to the contract invention
where the contractor is a small business or nonprofit
organization.”  Id. at 30 (views of Rep. Brooks) (empha-
sis added). 

3. At no point before or during the debates on the
Bayh-Dole Act did any widely-held view emerge that an
individual inventor should retain ownership rights in a
federally funded invention.  In the decades before the
Act’s passage, the government either allowed research
institutions to retain ownership of federally funded in-
ventions or kept the inventions for itself.  See pp. 2-5,
supra.  Neither of those approaches allowed individual
inventors to retain title to federally funded inventions.
In enacting the Bayh-Dole Act, Congress chose the for-
mer approach over the latter; it did not choose an un-
precedented third option in which an individual inventor
could assign away rights in a subject invention contrary
to the wishes of both the contractor and government.
Indeed, those Members of Congress who objected to the
disposition of rights mandated by the Act did so because
they believed that the government should have greater
rights in subject inventions than contractors—not be-
cause they believed inventors should have ownership
rights.  See, e.g., House Report 29 (views of Rep.
Brooks) (asserting that “what the government acquires
through the expenditure of its citizens’ taxes, the gov-
ernment owns,” and describing the statute as “a pure
giveaway of rights that properly belong to the people”);
126 Cong. Rec. at 8738 (statement of Sen. Long) (statute
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5 Some Members of Congress suggested that the statute “does
not go far enough” and that “all contractors, regardless of size or
profit status,” should be able “to acquire title to their inventions made
under Federal contracts.”  126 Cong. Rec. at 30,365 (statement of Sen.
Schmitt); see also, e.g., id. at 8745-8746 (statement of Sen. Cannon);
1993-1994 (statement of Sen. Stevenson).  That view eventually was
reflected in Executive Order No. 12,591, 3 C.F.R. 220 (1987 Comp.),
which instructed federal agencies to apply portions of the Bayh-Dole
Act to large contractors.  See also Memorandum on Gov’t Patent
Policy, 1 Pub. Papers 248 (Feb. 18, 1983).  

would give contractors “gifts of ownership of taxpayer-
financed research”).5  

4. The legislative record does not suggest that a con-
tractor’s election of title would be effective only if the
contractor obtained an assignment of rights from the
inventor.  Rather, the Committee Reports describe the
inventor’s ability to take title to a federally funded in-
vention as contingent on the contractor’s declining to
take title.  See, e.g., Senate Report 33 (Section 202(d)
“provides agencies with the authority to leave rights
with individual inventors in cases when contractors do
not elect rights”); House Report 16 (similar House bill
“authorized a contractor’s employee-inventor to receive
some or all of the contractor’s rights to a contract inven-
tion if the responsible agency and the contractor ap-
prove”).  That omission is telling because, under the
IPAs previously used by some agencies, the contractor
was required to obtain such an assignment because the
agencies themselves lacked statutory authority to allo-
cate the inventor’s rights.  See pp. 3-5, supra.  Congress
did possess that authority, however, and it decided to
“override conflicting statutes” so that its policy of grant-
ing ownership rights to a contractor would be “uniform.”
Senate Report 26.
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6 See also, e.g., Michael S. Mireles, Jr., States As Innovation Sys-
tem Laboratories: California, Patents, and Stem Cell Technology,
28 Cardozo L. Rev. 1133, 1143 (2006) (“The Act provides a presumption
of ownership in the recipient of the grant funding.”); Gary Pulsinelli,
Share and Share Alike:  Increasing Access to Government-Funded
Inventions Under the Bayh-Dole Act, 7 Minn. J. L. Sci. & Tech. 393,
403 (2006) (Act “allow[s] [contractors] to retain title to the inventions if
they diligently file patent applications and promote commercial
development of the inventions”); John H. Raubitschek, Responsibilities
Under the Bayh-Dole Act, 87 J. Pat. & Trademark Off. Soc’y 311, 311

C. Allowing An Inventor To Transfer Ownership Of A Fed-
erally Funded Invention Outside The Bayh-Dole Act’s
Framework Frustrates Congress’s Purposes 

Congress enacted the Bayh-Dole Act to “promote the
utilization of inventions arising from federally supported
research or development”; to “ensure that the Govern-
ment obtains sufficient rights” in federally funded in-
ventions to protect taxpayers’ investments; to encourage
“future research and discovery”; and to benefit “United
States industry and labor.”  35 U.S.C. 200.  The court of
appeals’ decision frustrates each of those important pur-
poses. 

1. The Act’s primary purpose was to encourage com-
mercialization by bringing uniformity and certainty to
ownership of federally funded inventions.  Senate Report
1-3.  Since 1980, contractors have understood that, if
they comply with the Act’s requirements, they can ob-
tain title to federally funded inventions subject to cer-
tain rights retained by the government.  See The
Bayh-Dole Act—The Next 25 Years:  Hearing Before the
Subcomm. on Technology and Innovation of the H.
Comm. on Science and Technology, 110th Cong., 1st
Sess. 4-5 (2007); Pet. App. 111a, 137a (reflecting Stan-
ford’s understanding).6  That certainty of title has been
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(2005) (Act “gave universities and small businesses the right to own
their inventions made with federal funds”); Innovation’s Golden Goose,
The Economist, Dec. 14, 2002, at 3 (“[The Act] transferred ownership
of an invention or discovery from the government agency that had
helped to pay for it to the academic institution that had carried out the
actual research.”). 

a driving factor behind the massive increase in patents
by United States colleges and universities.  See, e.g., In-
novation’s Golden Goose, The Economist, Dec. 14, 2002,
at 3 (calling the Act “the most inspired piece of legisla-
tion to be enacted in America over the past half-century”
and documenting sharp rise in patents and jobs cre-
ated); AAU Cert. Br. 2, 16-20; MIT Cert. Br. 7-10.
Moreover, “the assurance of clear title to Government-
funded inventions provided by the Act has led directly to
increased patent licensing,” which “has been a major
factor in allowing increased business support and collab-
oration in university research.”  S. Rep. No. 662, 98th
Cong., 2d Sess. 2 (1984).  “Universities can negotiate
with businesses and reach agreements over who will
have what rights to inventions that come from joint ef-
forts when the universities own the basic patents.”  Ibid.

The court of appeals’ decision upsets the settled ex-
pectations of the nation’s federally funded research in-
stitutions.  Under the decision below, even when a con-
tractor elects to retain title and complies with the re-
quirements of the Act, an inventor may defeat that title
by making an assignment to a third party, the terms or
even existence of which may be unknown to the contrac-
tor at the time of the election and for years thereafter.
The decision below thus creates serious uncertainty
about contractors’ title to patents, raising the cost of due
diligence for contractors and potential licensees, and
making it difficult and risky for contractors to give po-



31

tential licensees or investors warranties of good title to
patents obtained through the Bayh-Dole Act framework.

Contractors and the government cannot limit the
damage to the Bayh-Dole Act scheme by modifying their
assignment clauses in future contracts.  Changing future
contracts will not change the allocation of rights for the
massive number of past and present agreements relat-
ing to ongoing or completed research over the three de-
cades since the Act took effect.  See Pet. 17-18.  And
even with respect to future contracts between universi-
ties and individual researchers, a university that in-
sisted upon a present assignment of rights from the re-
searcher would still run the risk that the researcher had
already executed a similarly worded assignment of
rights to a third party, and that the earlier assignment
would be found controlling.     

2. The decision below also impairs the government’s
ability to protect taxpayers’ substantial investment in
scientific research and development.  The federal gov-
ernment funds over half of all scientific and technical
research conducted at colleges and universities in the
United States, see GAO Report 1, which amounted to
more than $ 31 billion in 2008, NSF, NSF 10-311, Aca-
demic R&D Expenditures:  FY 2008, at 8 & tbl. 1 (2010).
Additional billions of dollars of federal funds are pro-
vided each year to small businesses and nonprofit orga-
nizations.  

Congress recognized that the federal government
should have the authority to protect those substantial
investments and ensure that taxpayers benefit from
them.  Senate Report 16 (recognizing the need to “re-
ceive the optimum return on the Federal Government’s
basic research expenditures since this is becoming by
far the largest source of American basic research
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money”).  Accordingly, the Bayh-Dole Act guarantees
the government an irrevocable, paid-up license from the
contractor to practice a federally funded invention.
35 U.S.C. 202(c)(4).  The Act further provides that, if a
contractor does not take sufficient action to achieve
practical application of the invention, is not adequately
satisfying a public health or safety need related to the
invention, or has not ensured that assignees with exclu-
sive rights manufacture products using the invention
substantially in the United States, the agency may
“march in” and require the contractor to grant licenses
to third parties.  35 U.S.C. 203, 204.  Those provisions
give the government “leverage to promote commercial-
ization of federally funded inventions.”  GAO Report
9-12.  By allowing an inventor to assign rights in feder-
ally funded inventions free from the restrictions that
bind the contractor, and that would similarly bind the
inventor himself if he took title under the Bayh-Dole
framework after the contractor declined to do so, the
court of appeals’ decision subverts Congress’s effort to
ensure that federal funding for research ultimately pro-
motes the public interest.  See pp. 20, 22-23, supra. 

3. Allowing an inventor to transfer ownership of a
federally funded invention to a third party would simi-
larly frustrate Congress’s efforts to foster scientific re-
search and development in the United States and to ben-
efit American workers.  Congress required that non-
profit contractors use “the balance of any royalties or
income earned  *  *  *  for the support of scientific re-
search or education,” 35 U.S.C. 202(c)(7)(C), not only to
“assist  *  *  *  the university or nonprofit organization”
in its further research efforts, but to bring “very real
benefit[s] to the public.”  Senate Report 30.  Congress
also required that a contractor obtaining title under the
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Act must ensure that any assignee granted the “exclu-
sive right to use or sell any subject invention” agrees to
manufacture any products using the subject invention
“substantially in the United States” unless the govern-
ment waives that condition, 35 U.S.C. 204.  That prefer-
ence for United States industry “is designed to maxi-
mize the probability that the jobs created through the
commercialization of new products and technologies
based on Government supported inventions will benefit
American workers.”  Senate Report 34.  Under the deci-
sion below, however, an inventor may evade those re-
quirements by assigning rights in a federally funded
invention to a third party outside of the Bayh-Dole Act
framework.  It is only through the comprehensive
scheme set out in the Act that Congress’s objectives can
be realized.    
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CONCLUSION

The judgment of the court of appeals should be re-
versed. 
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APPENDIX

1. 35 U.S.C. 200 provides: 

Policy and objective

It is the policy and objective of the Congress to use
the patent system to promote the utilization of inven-
tions arising from federally supported research or devel-
opment; to encourage maximum participation of small
business firms in federally supported research and de-
velopment efforts; to promote collaboration between
commercial concerns and nonprofit organizations, in-
cluding universities; to ensure that inventions made by
nonprofit organizations and small business firms are
used in a manner to promote free competition and enter-
prise without unduly encumbering future research and
discovery; to promote the commercialization and public
availability of inventions made in the United States by
United States industry and labor; to ensure that the
Government obtains sufficient rights in federally sup-
ported inventions to meet the needs of the Government
and protect the public against nonuse or unreasonable
use of inventions; and to minimize the costs of adminis-
tering policies in this area.

2.  35 U.S.C. 201 provides:

Definitions

As used in this chapter—

(a) The term “Federal agency” means any executive
agency as defined in section 105 of title 5, and the mili-
tary departments as defined by section 102 of title 5.
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1 See References in Text note below.

(b) The term “funding agreement” means any con-
tract, grant, or cooperative agreement entered into be-
tween any Federal agency, other than the Tennessee
Valley Authority, and any contractor for the perfor-
mance of experimental, developmental, or research work
funded in whole or in part by the Federal Government.
Such term includes any assignment, substitution of par-
ties, or subcontract of any type entered into for the per-
formance of experimental, developmental, or research
work under a funding agreement as herein defined.

(c) The term “contractor” means any person, small
business firm, or nonprofit organization that is a party
to a funding agreement.

(d) The term “invention” means any invention or
discovery which is or may be patentable or otherwise
protectable under this title or any novel variety of plant
which is or may be protectable under the Plant Variety
Protection Act (7 U.S.C. 2321 et seq.).

(e) The term “subject invention” means any inven-
tion of the contractor conceived or first actually reduced
to practice in the performance of work under a funding
agreement: Provided, That in the case of a variety of
plant, the date of determination (as defined in section
41(d)1 of the Plant Variety Protection Act (7 U.S.C.
2401(d))) must also occur during the period of contract
performance.

(f ) The term “practical application” means to manu-
facture in the case of a composition or product, to prac-
tice in the case of a process or method, or to operate in
the case of a machine or system; and, in each case, under
such conditions as to establish that the invention is be-
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ing utilized and that its benefits are to the extent per-
mitted by law or Government regulations available to
the public on reasonable terms.

(g) The term “made” when used in relation to any
invention means the conception or first actual reduction
to practice of such invention.

(h) The term “small business firm” means a small
business concern as defined at section 2 of Public Law
85-536 (15 U.S.C. 632) and implementing regulations of
the Administrator of the Small Business Administration.

(i) The term “nonprofit organization” means univer-
sities and other institutions of higher education or an
organization of the type described in section 501(c)(3) of
the Internal Revenue Code of 1986 (26 U.S.C. 501(c))
and exempt from taxation under section 501(a) of the
Internal Revenue Code (26 U.S.C. 501(a)) or any non-
profit scientific or educational organization qualified
under a State nonprofit organization statute.

3.  35 U.S.C. 202 provides:  

Disposition of rights

(a) Each nonprofit organization or small business
firm may, within a reasonable time after disclosure as
required by paragraph (c)(1) of this section, elect to re-
tain title to any subject invention:  Provided, however,
That a funding agreement may provide otherwise (i)
when the contractor is not located in the United States
or does not have a place of business located in the Uni-
ted States or is subject to the control of a foreign gov-
ernment, (ii) in exceptional circumstances when it is de-
termined by the agency that restriction or elimination of
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the right to retain title to any subject invention will
better promote the policy and objectives of this chapter
(iii) when it is determined by a Government authority
which is authorized by statute or Executive order to
conduct foreign intelligence or counter-intelligence ac-
tivities that the restriction or elimination of the right to
retain title to any subject invention is necessary to pro-
tect the security of such activities or, (iv) when the fund-
ing agreement includes the operation of a Govern-
ment-owned, contractor-operated facility of the Depart-
ment of Energy primarily dedicated to that Depart-
ment’s naval nuclear propulsion or weapons related pro-
grams and all funding agreement limitations under this
subparagraph on the contractor’s right to elect title to a
subject invention are limited to inventions occurring
under the above two programs of the Department of
Energy.  The rights of the nonprofit organization or
small business firm shall be subject to the provisions of
paragraph (c) of this section and the other provisions of
this chapter.

(b)(1)  The rights of the Government under subsec-
tion (a) shall not be exercised by a Federal agency un-
less it first determines that at least one of the conditions
identified in clauses (i) through (iv) of subsection (a)
exists.  Except in the case of subsection (a)(iii), the agen-
cy shall file with the Secretary of Commerce, within
thirty days after the award of the applicable funding
agreement, a copy of such determination.  In the case of
a determination under subsection (a)(ii), the statement
shall include an analysis justifying the determination.
In the case of determinations applicable to funding
agreements with small business firms, copies shall also
be sent to the Chief Counsel for Advocacy of the Small
Business Administration.  If the Secretary of Commerce
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1 So in original.  The word “the” probably should not appear.

believes that any individual determination or pattern of
determinations is contrary to the policies and objectives
of this chapter or otherwise not in conformance with this
chapter, the Secretary shall so advise the head of the
agency concerned and the Administrator of the Office of
Federal Procurement Policy, and recommend corrective
actions.

(2) Whenever the Administrator of the Office of
Federal Procurement Policy has determined that one or
more Federal agencies are utilizing the authority of
clause (i) or (ii) of subsection (a) of this section in a man-
ner that is contrary to the policies and objectives of this
chapter, the Administrator is authorized to issue regula-
tions describing classes of situations in which agencies
may not exercise the authorities of those clauses.

(3) At least once every 5 years, the Comptroller
General shall transmit a report to the Committees on
the Judiciary of the Senate and House of Representa-
tives on the manner in which this chapter is being imple-
mented by the agencies and on such other aspects of
Government patent policies and practices with respect
to federally funded inventions as the Comptroller Gen-
eral believes appropriate.

(4) If the contractor believes that a determination is
contrary to the policies and objectives of this chapter or
constitutes an abuse of discretion by the agency, the
determination shall be subject to the1 section 203(b).

(c) Each funding agreement with a small business
firm or nonprofit organization shall contain appropriate
provisions to effectuate the following:
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(1) That the contractor disclose each subject in-
vention to the Federal agency within a reasonable
time after it becomes known to contractor personnel
responsible for the administration of patent matters,
and that the Federal Government may receive title
to any subject invention not disclosed to it within
such time.

(2) That the contractor make a written election
within two years after disclosure to the Federal
agency (or such additional time as may be approved
by the Federal agency) whether the contractor will
retain title to a subject invention:  Provided, That in
any case where publication, on sale, or public use,
has initiated the one year statutory period in which
valid patent protection can still be obtained in the
United States, the period for election may be short-
ened by the Federal agency to a date that is not
more than sixty days prior to the end of the statutory
period:  And provided further, That the Federal Gov-
ernment may receive title to any subject invention in
which the contractor does not elect to retain rights
or fails to elect rights within such times.

(3) That a contractor electing rights in a subject
invention agrees to file a patent application prior to
any statutory bar date that may occur under this ti-
tle due to publication, on sale, or public use, and shall
thereafter file corresponding patent applications in
other countries in which it wishes to retain title
within reasonable times, and that the Federal Gov-
ernment may receive title to any subject inventions
in the United States or other countries in which the
contractor has not filed patent applications on the
subject invention within such times.
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(4) With respect to any invention in which the
contractor elects rights, the Federal agency shall
have a nonexclusive, nontransferable, irrevocable,
paid-up license to practice or have practiced for or on
behalf of the United States any subject invention
throughout the world:  Provided, That the funding
agreement may provide for such additional rights,
including the right to assign or have assigned foreign
patent rights in the subject invention, as are deter-
mined by the agency as necessary for meeting the
obligations of the United States under any treaty,
international agreement, arrangement of coopera-
tion, memorandum of understanding, or similar ar-
rangement, including military agreement relating to
weapons development and production.

(5) The right of the Federal agency to require
periodic reporting on the utilization or efforts at ob-
taining utilization that are being made by the con-
tractor or his licensees or assignees: Provided, That
any such information as well as any information on
utilization or efforts at obtaining utilization obtained
as part of a proceeding under section 203 of this
chapter shall be treated by the Federal agency as
commercial and financial information obtained from
a person and privileged and confidential and not sub-
ject to disclosure under section 552 of title 5.

(6) An obligation on the part of the contractor, in
the event a United States patent application is filed
by or on its behalf or by any assignee of the contrac-
tor, to include within the specification of such appli-
cation and any patent issuing thereon, a statement
specifying that the invention was made with Govern-
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ment support and that the Government has certain
rights in the invention.

(7) In the case of a nonprofit organization, (A) a
prohibition upon the assignment of rights to a sub-
ject invention in the United States without the ap-
proval of the Federal agency, except where such as-
signment is made to an organization which has as one
of its primary functions the management of inven-
tions (provided that such assignee shall be subject to
the same provisions as the contractor); (B) a require-
ment that the contractor share royalties with the in-
ventor; (C) except with respect to a funding agree-
ment for the operation of a Government-owned-
contractor-operated facility, a requirement that the
balance of any royalties or income earned by the con-
tractor with respect to subject inventions, after pay-
ment of expenses (including payments to inventors)
incidental to the administration of subject inventions,
be utilized for the support of scientific research or
education; (D) a requirement that, except where it
proves infeasible after a reasonable inquiry, in the
licensing of subject inventions shall be given to
small business firms; and (E) with respect to a fund-
ing agreement for the operation of a Government-
owned-contractor-operated facility, requirements (i)
that after payment of patenting costs, licensing costs,
payments to inventors, and other expenses incidental
to the administration of subject inventions, 100 per-
cent of the balance of any royalties or income earned
and retained by the contractor during any fiscal year
up to an amount equal to 5 percent of the annual bud-
get of the facility, shall be used by the contractor for
scientific research, development, and education con-
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sistent with the research and development mission
and objectives of the facility, including activities that
increase the licensing potential of other inventions of
the facility; provided that if said balance exceeds 5
percent of the annual budget of the facility, that 75
percent of such excess shall be paid to the Treasury
of the United States and the remaining 25 percent
shall be used for the same purposes as described
above in this clause (D); and (ii) that, to the extent it
provides the most effective technology transfer, the
licensing of subject inventions shall be administered
by contractor employees on location at the facility.

(8) The requirements of sections 203 and 204 of
this chapter.

(d) If a contractor does not elect to retain title to a
subject invention in cases subject to this section, the
Federal agency may consider and after consultation
with the contractor grant requests for retention of
rights by the inventor subject to the provisions of this
Act and regulations promulgated hereunder.

(e) In any case when a Federal employee is a coin-
ventor of any invention made with a nonprofit organiza-
tion, a small business firm, or a non-Federal inventor,
the Federal agency employing such coinventor may, for
the purpose of consolidating rights in the invention and
if it finds that it would expedite the development of the
invention—

(1) license or assign whatever rights it may ac-
quire in the subject invention to the nonprofit organi-
zation, small business firm, or non-Federal inventor
in accordance with the provisions of this chapter; or



10a

(2) acquire any rights in the subject invention
from the nonprofit organization, small business firm,
or non-Federal inventor, but only to the extent the
party from whom the rights are acquired voluntarily
enters into the transaction and no other transaction
under this chapter is conditioned on such acquisition.

(f )(1) No funding agreement with a small business
firm or nonprofit organization shall contain a provision
allowing a Federal agency to require the licensing to
third parties of inventions owned by the contractor that
are not subject inventions unless such provision has
been approved by the head of the agency and a written
justification has been signed by the head of the agency.
Any such provision shall clearly state whether the li-
censing may be required in connection with the practice
of a subject invention, a specifically identified work ob-
ject, or both.  The head of the agency may not delegate
the authority to approve provisions or sign justifications
required by this paragraph.

(2) A Federal agency shall not require the licensing
of third parties under any such provision unless the head
of the agency determines that the use of the invention by
others is necessary for the practice of a subject inven-
tion or for the use of a work object of the funding agree-
ment and that such action is necessary to achieve the
practical application of the subject invention or work
object.  Any such determination shall be on the record
after an opportunity for an agency hearing.  Any action
commenced for judicial review of such determination
shall be brought within sixty days after notification of
such determination.
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4.  35 U.S.C. 203 provides:  

March-in rights

(a) With respect to any subject invention in which a
small business firm or nonprofit organization has ac-
quired title under this chapter, the Federal agency un-
der whose funding agreement the subject invention was
made shall have the right, in accordance with such pro-
cedures as are provided in regulations promulgated
hereunder to require the contractor, an assignee or ex-
clusive licensee of a subject invention to grant a nonex-
clusive, partially exclusive, or exclusive license in any
field of use to a responsible applicant or applicants, upon
terms that are reasonable under the circumstances, and
if the contractor, assignee, or exclusive licensee refuses
such request, to grant such a license itself, if the Federal
agency determines that such—

(1) action is necessary because the contractor or
assignee has not taken, or is not expected to take
within a reasonable time, effective steps to achieve
practical application of the subject invention in such
field of use;

(2) action is necessary to alleviate health or safe-
ty needs which are not reasonably satisfied by the
contractor, assignee, or their licensees;

(3) action is necessary to meet requirements for
public use specified by Federal regulations and such
requirements are not reasonably satisfied by the
contractor, assignee, or licensees; or

(4) action is necessary because the agreement
required by section 204 has not been obtained or
waived or because a licensee of the exclusive right to
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use or sell any subject invention in the United States
is in breach of its agreement obtained pursuant to
section 204.

(b) A determination pursuant to this section or sec-
tion 202(b)(4) shall not be subject to the Contract Dis-
putes Act (41 U.S.C. § 601 et seq.).  An administrative
appeals procedure shall be established by regulations
promulgated in accordance with section 206.  Addition-
ally, any contractor, inventor, assignee, or exclusive li-
censee adversely affected by a determination under this
section may, at any time within sixty days after the de-
termination is issued, file a petition in the United States
Court of Federal Claims, which shall have jurisdiction to
determine the appeal on the record and to affirm, re-
verse, remand or modify, as appropriate, the determina-
tion of the Federal agency.  In cases described in para-
graphs (1) and (3) of subsection (a), the agency’s deter-
mination shall be held in abeyance pending the exhaus-
tion of appeals or petitions filed under the preceding
sentence.

5.  35 U.S.C. 204 provides:  

Preference for United States industry

Notwithstanding any other provision of this chapter,
no small business firm or nonprofit organization which
receives title to any subject invention and no assignee of
any such small business firm or nonprofit organization
shall grant to any person the exclusive right to use or
sell any subject invention in the United States unless
such person agrees that any products embodying the
subject invention or produced through the use of the
subject invention will be manufactured substantially in



13a

the United States.  However, in individual cases, the re-
quirement for such an agreement may be waived by the
Federal agency under whose funding agreement the
invention was made upon a showing by the small busi-
ness firm, nonprofit organization, or assignee that rea-
sonable but unsuccessful efforts have been made to
grant licenses on similar terms to potential licensees
that would be likely to manufacture substantially in the
United States or that under the circumstances domestic
manufacture is not commercially feasible.

6.  35 U.S.C. 205 provides:  

Confidentiality

Federal agencies are authorized to withhold from
disclosure to the public information disclosing any in-
vention in which the Federal Government owns or may
own a right, title, or interest (including a nonexclusive
license) for a reasonable time in order for a patent appli-
cation to be filed.  Furthermore, Federal agencies shall
not be required to release copies of any document which
is part of an application for patent filed with the United
States Patent and Trademark Office or with any foreign
patent office.

7.  35 U.S.C. 206 provides:  

Uniform clauses and regulations

The Secretary of Commerce may issue regulations
which may be made applicable to Federal agencies im-
plementing the provisions of sections 202 through 204 of
this chapter and shall establish standard funding agree-
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ment provisions required under this chapter.  The regu-
lations and the standard funding agreement shall be
subject to public comment before their issuance.

8.  35 U.S.C. 207 provides:  

Domestic and foreign protection of federally owned inven-
tions

(a) Each Federal agency is authorized to—

(1) apply for, obtain, and maintain patents or
other forms of protection in the United States and in
foreign countries on inventions in which the Federal
Government owns a right, title, or interest;

(2) grant nonexclusive, exclusive, or partially ex-
clusive licenses under federally owned inventions,
royalty-free or for royalties or other consideration,
and on such terms and conditions, including the
grant to the licensee of the right of enforcement pur-
suant to the provisions of chapter 29 of this title as
determined appropriate in the public interest;

(3) undertake all other suitable and necessary
steps to protect and administer rights to federally
owned inventions on behalf of the Federal Govern-
ment either directly or through contract, including
acquiring rights for and administering royalties to
the Federal Government in any invention, but only to
the extent the party from whom the rights are ac-
quired voluntarily enters into the transaction, to fa-
cilitate the licensing of a federally owned invention;
and
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(4) transfer custody and administration, in whole
or in part, to another Federal agency, of the right,
title, or interest in any federally owned invention.

(b) For the purpose of assuring the effective man-
agement of Government-owned inventions, the Secre-
tary of Commerce is authorized to—

(1) assist Federal agency efforts to promote the
licensing and utilization of Government-owned inven-
tions;

(2) assist Federal agencies in seeking protection
and maintaining inventions in foreign countries, in-
cluding the payment of fees and costs connected
therewith; and

(3) consult with and advise Federal agencies as to
areas of science and technology research and devel-
opment with potential for commercial utilization.

9.  35 U.S.C. 208 provides: 

Regulations governing Federal licensing

The Secretary of Commerce is authorized to promul-
gate regulations specifying the terms and conditions
upon which any federally owned invention, other than
inventions owned by the Tennessee Valley Authority,
may be licensed on a nonexclusive, partially exclusive, or
exclusive basis.
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10.  35 U.S.C. 209 provides:  

Licensing federally owned inventions

(a) AUTHORITY.—A Federal agency may grant an
exclusive or partially exclusive license on a federally
owned invention under section 207(a)(2) only if—

(1) granting the license is a reasonable and neces-
sary incentive to—

(A) call forth the investment capital and ex-
penditures needed to bring the invention to practi-
cal application; or

(B) otherwise promote the invention’s utiliza-
tion by the public;

(2) the Federal agency finds that the public will
be served by the granting of the license, as indicated
by the applicant’s intentions, plans, and ability to
bring the invention to practical application or other-
wise promote the invention’s utilization by the pub-
lic, and that the proposed scope of exclusivity is not
greater than reasonably necessary to provide the in-
centive for bringing the invention to practical appli-
cation, as proposed by the applicant, or otherwise to
promote the invention’s utilization by the public;

(3) the applicant makes a commitment to achieve
practical application of the invention within a reason-
able time, which time may be extended by the agency
upon the applicant’s request and the applicant’s dem-
onstration that the refusal of such extension would
be unreasonable;
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(4) granting the license will not tend to substan-
tially lessen competition or create or maintain a vio-
lation of the Federal antitrust laws; and

(5) in the case of an invention covered by a for-
eign patent application or patent, the interests of the
Federal Government or United States industry in
foreign commerce will be enhanced.

(b) MANUFACTURE IN UNITED STATES.—A Federal
agency shall normally grant a license under section
207(a)(2) to use or sell any federally owned invention in
the United States only to a licensee who agrees that any
products embodying the invention or produced through
the use of the invention will be manufactured substan-
tially in the United States.

(c) SMALL BUSINESS.—First preference for the
granting of any exclusive or partially exclusive licenses
under section 207(a)(2) shall be given to small business
firms having equal or greater likelihood as other appli-
cants to bring the invention to practical application
within a reasonable time.

(d) TERMS AND CONDITIONS.—Any licenses
granted under section 207(a)(2) shall contain such terms
and conditions as the granting agency considers appro-
priate, and shall include provisions—

(1) retaining a nontransferrable, irrevocable,
paid-up license for any Federal agency to practice
the invention or have the invention practiced
throughout the world by or on behalf of the Govern-
ment of the United States;

(2) requiring periodic reporting on utilization of
the invention, and utilization efforts, by the licensee,
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but only to the extent necessary to enable the Fed-
eral agency to determine whether the terms of the
license are being complied with, except that any such
report shall be treated by the Federal agency as
commercial and financial information obtained from
a person and privileged and confidential and not sub-
ject to disclosure under section 552 of title 5; and

(3) empowering the Federal agency to terminate
the license in whole or in part if the agency deter-
mines that—

(A) the licensee is not executing its commit-
ment to achieve practical application of the inven-
tion, including commitments contained in any plan
submitted in support of its request for a license,
and the licensee cannot otherwise demonstrate to
the satisfaction of the Federal agency that it has
taken, or can be expected to take within a reason-
able time, effective steps to achieve practical ap-
plication of the invention;

(B) the licensee is in breach of an agreement
described in subsection (b);

(C) termination is necessary to meet require-
ments for public use specified by Federal regula-
tions issued after the date of the license, and such
requirements are not reasonably satisfied by the
licensee; or

(D) the licensee has been found by a court of
competent jurisdiction to have violated the Fed-
eral antitrust laws in connection with its perfor-
mance under the license agreement.
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(e) PUBLIC NOTICE.—No exclusive or partially ex-
clusive license may be granted under section 207(a)(2)
unless public notice of the intention to grant an exclusive
or partially exclusive license on a federally owned inven-
tion has been provided in an appropriate manner at least
15 days before the license is granted, and the Federal
agency has considered all comments received before the
end of the comment period in response to that public
notice.  This subsection shall not apply to the licensing
of inventions made under a cooperative research and
development agreement entered into under section 12 of
the Stevenson-Wydler Technology Innovation Act of
1980 (15 U.S.C. 3710a).

(f ) PLAN.—No Federal agency shall grant any li-
cense under a patent or patent application on a federally
owned invention unless the person requesting the li-
cense has supplied the agency with a plan for develop-
ment or marketing of the invention, except that any such
plan shall be treated by the Federal agency as commer-
cial and financial information obtained from a person
and privileged and confidential and not subject to disclo-
sure under section 552 of title 5.

11.  35 U.S.C. 210 provides:  

Precedence of chapter

(a) This chapter shall take precedence over any
other Act which would require a disposition of rights in
subject inventions of small business firms or nonprofit
organizations contractors in a manner that is inconsis-
tent with this chapter, including but not necessarily lim-
ited to the following:
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1 See References in Text note below.

(1) section 10(a) of the Act of June 29, 1935, as
added by title I of the Act of August 14, 1946 (7
U.S.C. 427i(a); 60 Stat. 1085);

(2) section 205(a) of the Act of August 14, 1946 (7
U.S.C. 1624(a); 60 Stat. 1090);

(3) section 501(c) of the Federal Mine Safety and
Health Act of 1977 (30 U.S.C. 951(c); 83 Stat. 742);

(4) section 30168(e) of title 49;

(5) section 12 of the National Science Foundation
Act of 1950 (42 U.S.C. 1871(a);1 82 Stat. 360);

(6) section 152 of the Atomic Energy Act of 1954
(42 U.S.C. 2182; 68 Stat. 943);

(7) section 305 of the National Aeronautics and
Space Act of 1958 (42 U.S.C. 2457);

(8) section 6 of the Coal Research and Develop-
ment Act of 1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amendments of
1960 (50 U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Arms Control and Disarma-
ment Act of 1961 (22 U.S.C. 2572; 75 Stat. 634);

(11) section 9 of the Federal Nonnuclear Energy
Research and Development Act of 1974 (42 U.S.C.
5908; 88 Stat. 1878);

(12) section 5(d) of the Consumer Product Safety
Act (15 U.S.C. 2054(d); 86 Stat. 1211);
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(13) section 3 of the Act of April 5, 1944 (30 U.S.C.
323; 58 Stat. 191);1

(14) section 8001(c)(3) of the Solid Waste Disposal
Act (42 U.S.C. 6981(c); 90 Stat. 2829);

(15) section 219 of the Foreign Assistance Act of
1961 (22 U.S.C. 2179; 83 Stat. 806);

(16) section 427(b) of the Federal Mine Health
and Safety Act of 1977 (30 U.S.C. 937(b); 86 Stat.
155);

(17) section 306(d) of the Surface Mining and Rec-
lamation Act of 1977 (30 U.S.C. 1226(d); 91 Stat.
455);1

(18) section 21(d) of the Federal Fire Prevention
and Control Act of 1974 (15 U.S.C. 2218(d); 88 Stat.
1548);

(19) section 6(b) of the Solar Photovoltaic Energy
Research Development and Demonstration Act of
1978 (42 U.S.C. 5585(b); 92 Stat. 2516);

(20) section 12 of the Native Latex Commercial-
ization and Economic Development Act of 1978 (7
U.S.C. 178j, 92 Stat. 2533); and

(21) section 408 of the Water Resources and De-
velopment Act of 1978 (42 U.S.C. 7879; 92 Stat.
1360).

The Act creating this chapter shall be construed to take
precedence over any future Act unless that Act specifi-
cally cites this Act and provides that it shall take prece-
dence over this Act.
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(b) Nothing in this chapter is intended to alter the
effect of the laws cited in paragraph (a) of this section or
any other laws with respect to the disposition of rights
in inventions made in the performance of funding agree-
ments with persons other than nonprofit organizations
or small business firms.

(c) Nothing in this chapter is intended to limit the
authority of agencies to agree to the disposition of rights
in inventions made in the performance of work under
funding agreements with persons other than nonprofit
organizations or small business firms in accordance with
the Statement of Government Patent Policy issued on
February 18, 1983, agency regulations, or other applica-
ble regulations or to otherwise limit the authority of
agencies to allow such persons to retain ownership of
inventions except that all funding agreements, including
those with other than small business firms and nonprofit
organizations, shall include the requirements estab-
lished in section 202(c)(4) and section 203 of this title.
Any disposition of rights in inventions made in accor-
dance with the Statement or implementing regulations,
including any disposition occurring before enactment of
this section, are hereby authorized.

(d) Nothing in this chapter shall be construed to
require the disclosure of intelligence sources or methods
or to otherwise affect the authority granted to the Di-
rector of Central Intelligence by statute or Executive
order for the protection of intelligence sources or meth-
ods.
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(e) The provisions of the Stevenson-Wydler Tech-
nology Innovation Act of 1980 shall take precedence
over the provisions of this chapter to the extent that
they permit or require a disposition of rights in subject
inventions which is inconsistent with this chapter.

12.  37 C.F.R. 401.9 provides:

Retention of rights by contractor employee inventor. 

Agencies which allow an employee/inventor of the
contractor to retain rights to a subject invention made
under a funding agreement with a small business firm or
nonprofit organization contractor, as authorized by 35
U.S.C. 202(d), will impose upon the inventor at least
those conditions that would apply to a small business
firm contractor under paragraphs (d)(1) and (3); (f )(4);
(h); (i); and ( j) of the clause at § 401.14(a).


